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DETAILED ACTION 

1. Claims 1-12 remained pending in this Application. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

2. System claim 10, is rejected because the claimed invention is not supported by either a 
clearly asserted utility or a well established utility because the claimed invention is drawn to an 
interface which is software. Therefore, the claims are inoperative and hence lack utility. 
Software is not patentable subject matter. Data structures not claimed as embodied in computer- 
readable media are descriptive material per se and are not statutory because they are not capable 
of causing functional change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure per se held nonstatutory). Such claimed data 
structures do not define any structural and functional interrelationships between the data 
structure and other claimed aspects of the invention which permit the data structure's 
functionality to be realized. In contrast, a claimed computer-readable medium encoded with a 
data structure defines structural and functional interrelationships between the data structure and 
the computer software and hardware components which permit the data structure's functionality 
to be realized, and is thus statutory. (MPEP 2106.01, 1). 

3. Claim 1 1 is rejected under 35 USC 101 because the claimed invention is directed to non- 
statutory subject matter. Independent claim 1 1 is directed to a computer-readable storage 
medium. 

The following is excerpted from the BPAI decision regarding claim 1 1 , which references 
"Subject Matter Eligibility of Computer Readable Media," Notice of the Director, Jan. 26, 
2010;", a copy if which his attached for Applicant's convenience : 

"The claims broadly cover transient, propagating signals. The Specification is silent as to what 
the claimed "computer readable medium" covers. Since a claim to a "computer readable 
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medium" reasonably broadly covers both forms of nontransitory tangible media and transient, 
propagating signals, it necessarily covers non-statutory subject matter. This is so because 
transient, propagating signals are not patentable subject matter. See In re Nuijten, 500 F.3d 1346, 
1356 (Fed. Cir. 2007). The four categories together describe the exclusive reach of patentable 
subject matter. If a claim covers material not found in any of the four statutory categories, that 
claim falls outside the plainly expressed scope of §101 even if the subject matter is 
otherwise new and useful. We must therefore determine whether any of the four categories 
encompass the claims on appeal, and it is appropriate to consider each of the categories in turn. 
In re Nuijten, 500 F.3d at 1354 (Fed. Cir. 2007). Because the scope of the claims is such that 
they include subject matter not patent-eligible under §101, the claims must be rejected under 
§101 as covering nonstatutory subject matter. 
It is suggested that the preamble of claim 1 1 amended as follows: 

"A computer readable storage medium having a computer executable software code teoted 
thereon, the code for structured development of migration options in a legacy transactional 
enterprise, the code comprising. 

4 Applicant's request for reconsideration of the finality of the rejection of the last Office 
action dated 9/2/09 is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-12, are rejected under 35 U.S.C. 102(e) as being anticipated by Bowman-Amuah 
US Patent 7, 139, 999. 
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As per claim 1, Bowman-Amuah discloses a computer implemented method for 
structured development of migration options in a legacy transactional enterprise, the method 
comprising, identifying components of the legacy enterprise, developing risk factors for the 
components of the legacy enterprise; identifying unmet opportunities, developing risk factors for 
the unmet opportunities; identifying potential components for the legacy enterprise (see column 
21 lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 
and column 72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 
lines 66-67 and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and 
column 35 lines 20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99- 
102 lines 1-67) developing risk factors for the potential components of the legacy enterprise; 
with associated risks using at least the risk factors for the components, the risk factors for the 
unmet opportunities and the risk factors for the potential components and providing by a 
computer migration options and developing by a computer the migration options (see column 21 
lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and 
column 72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 
66-67 and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and 
column 35 lines 20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99- 
102 lines 1-67 and column 130 lines 61-67 and column 13 llines 1-40). 

As per claim 2, Bowman-Amuah discloses wherein the components of the legacy 
enterprise are selected from the group consisting of hardware or software (see column 21 lines 
33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and 
column 72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 
66-67 and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and 
column 35 lines 20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99- 
102 lines 1-67). 

As per claim 3, Bowman-Amuah discloses wherein the unmet opportunities are selected from 
the group consisting of new hardware, new software or new business methods (see column 21 
lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and 
column 72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 
66-67 and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and 
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column 35 lines 20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99- 
102 lines 1-67). 

As per claim 4, Bowman-Amuah discloses wherein the potential components for the legacy 
enterprise are selected from the group consisting of hardware or software (see column 21 lines 
33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and 
column 72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 
66-67 and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and 
column 35 lines 20-41 and column* 26 lines 32-65 and column 138 lines 36-65 and column 99- 
102 lines 1-67). 

As per claim 5, Bowman-Amuah discloses wherein the potential components for the legacy 
enterprise include conceptual models of undeveloped capabilities (see column 21 lines 33-40 and 
column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 72 lines 
44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 and 
column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 
20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1-67). 

As per claim 6, Bowman-Amuah discloses wherein the risk factors include multiple 
variables (see column 21 lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and 
column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 1-11 and column 107 
lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 lines 41-67 and 
column 45 lines 1-16 and column 3.5 lines 20-41 and column 26 lines 32-65 and column 138 
lines 36-65 and column 99-102 lines 1-67). 

As per claim 7, Bowman-Amuah discloses wherein the risk factors are selected from the 
group consisting of cost or schedule (see column 21 lines 33-40 and column 26 lines 46-65 and 
column 27 lines 1-10 and column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 
1-1 1 and column 107 lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and 
column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 
32-65 and column 138 lines 36-65 and column 99-102 lines 1-67). 

As per claim 8, Bowman-Amuah discloses wherein the migration options with associated 
risk factors are selected from the group consisting of existing components or conceptual models 
of undeveloped capabilities (see column 21 lines 33-40 and column 26 lines 46-65 and column 
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27 lines 1-10 and column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 1-11 
and column 107 lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 
lines 41-67 and column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 32-65 and 
column 138 lines 36-65 and column 99-102 lines 1-67). 

As per claim 9 5 Bowman- Amuah discloses wherein the associated risks of the migration 
options are derived from the risk factors for the components of the legacy enterprise, the risk 
factors for the unmet opportunities, and the risk factors for the potential components of the 
legacy enterprise (see column 21 lines 33-40 and column 26 lines 46-65 and column 27 lines 1- 
10 and column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 1-11 and column 
107 lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 lines 41-67 
and column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 32-65 and column 138 
lines 36-65 and column 99-102 lines 1-67). 

As per claim 10, Bowman- Amuah discloses computer executable software code 
transmitted as an information signal, the code for structured development of migration options in 
a legacy transactional enterprise, the code comprising: 
code to capture identity of components of the legacy enterprise; 

code to capture risk factors for the components of the legacy enterprise; code to capture identity 
of unmet opportunities (see column 21 lines 33-40 and column 26 lines 46-65 and column 27 
lines 1-10 and column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 1-11 and 
column 107 lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 lines 
41-67 and column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 32-65 and 
column 138 lines 36-65 and column 99-102 lines 1-67) code to capture risk factors for the unmet 
opportunities, code to capture identity of potential components for the legacy enterprise (see 
column 21 lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 
14-42 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 lines 41-67 and 
column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 32-65 and column 138 
lines 36-65 and column 99-102 lines 1-67) code to capture risk factors for the potential 
components of the legacy enterprise and code with associated risks using at least the risk factors 
for the components the risk factors for the unmet opportunities and the risk factors for the 
potential providing by a computer migration options and developing by a computer the migration 
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options (see column 21 lines 33-40 and column 26 lines 46-65 and column 27 lines 1-10 and 
column 42 lines 14-42 and column 72 lines 44-65 and column 73 lines 1-11 and column 107 
lines 1-40 and column 27 lines 66-67 and column 28 lines 1-41 and column 44 lines 41-67 and 
column 45 lines 1-16 and column 35 lines 20-41 and column 26 lines 32-65 and column 138 
lines 36-65 and column 99-102 lines 1-67 and column 130 lines 61-67 and column 13 llines 1- 
40). 

As per claim 1 1 , Bowman- Amuah discloses a computer-readable medium having computer 
executable software code stored thereon, the code for structured development of migration 
options in a legacy transactional enterprise, the code comprising: 

code to capture identity of components of the legacy enterprise (see column 21 lines 33-40 and 
column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 72 lines 
44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 and 
column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 
20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1-67) 
code to capture risk factors for the components of the legacy enterprise; code to capture identity 
of unmet code to capture risk factors for the unmet opportunities, code to capture identity of 
potential components for the legacy enterprise (see column 21 lines 33-40 and column 26 lines 
46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 72 lines 44-65 and 
column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 and column 28 lines 
1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 20-41 and 
column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1-67) 
code to capture risk factors for the potential components of the legacy enterprise, and code with 
associated risks using at least the risk factors for the components, the risk factors for the unmet 
opportunities and the risk factors for the potential components providing by a computer 
migration options and developing by a computer the migration options (see column 21 lines 33- 
40 and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 
72 lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 
and column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 
lines 20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1- 
67 and column 130 lines 61-67 and column 13 llines 1-40). 
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As per claim 12, Bowman- Amuah discloses a programmed computer for structured 
development of migration options in a legacy transactional enterprise, comprising: 
a memory having at least one region for storing computer executable program code; and a 
processor for executing the program code stored in the memory; wherein the program code 
comprises code to capture identity of components of the legacy enterprise code to capture risk 
factors for the components of the legacy enterprise; code to capture identity of unmet 
opportunities, code to capture risk factors for the unmet opportunities (see column 21 lines 33-40 
and column 26 lines 46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 72 
lines 44-65 and column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 and 
column 28 lines 1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 
20-41 and column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1-67) 
code to capture identity of potential components for the legacy enterprise, code to capture risk 
factors for the potential components of the legacy enterprise, and code with associated risks 
using at least the risk factors for the components, the risk factors for the unmet opportunities and 
the risk factors for the potential components providing by a computer migration options and 
developing by a computer the migration options (see column 21 lines 33-40 and column 26 lines 
46-65 and column 27 lines 1-10 and column 42 lines 14-42 and column 72 lines 44-65 and 
column 73 lines 1-11 and column 107 lines 1-40 and column 27 lines 66-67 and column 28 lines 
1-41 and column 44 lines 41-67 and column 45 lines 1-16 and column 35 lines 20-41 and 
column 26 lines 32-65 and column 138 lines 36-65 and column 99-102 lines 1-67 and column 
130 lines 61-67 and column 1 3 llines 1-40). 

CONCLUSION 
Response to Arguments 

7. Applicant's arguments filed 1/28/10 have been fully considered but they are moot in view of 
new grounds of rejections. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Clement B. Graham whose telephone number is 571-272-6795. The 
examiner can normally be reached on 7am to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272-6771. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alexander Kalinowski/ 
Supervisory Patent Examiner, Art 

Unit 3691 

CG 

Art Unit 3691 
September 20,. 20 10 



